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Request for Continued Examination 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 12 May 
2006 has been entered. An action on the RCE follows: 

2. Claims 10, 15, 17 and 21 are cancelled. Claims 1-9, 11-14, 16, 18-20 and 22-28 
are currently pending in the application. Response to applicant's arguments filed on 12 
May 2006 have been considered but are moot in view of new ground of rejection. 

3. The objection of claims 1 5, 9, 16, 18, 19, 20, 26, 27 and 28 is withdrawn. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 9 and 11-14 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 
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6. Claims 9 and 11-14 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for "a display control unit 3 (corresponding to a 
first display control unit) for generating image information from the output of the CPU 1 
and controlling displays on the touch panel 4" see page 15, lines 3-6, does not 
reasonably provide enablement for "a display control unit displaying a predetermined 
shape marker indicative of the detected coordinates on said display unit in accordance 
with the operator's input operation" in lines 6-7 of claim 9. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the invention commensurate in scope with these claims. 

This limitation contains various inconsistencies and/or ambiguities so that the an 
information processing system is unable to work. The information processing system 
would not be made a product. A display control unit intends to control a system but not 
display the system. How does a display control unit display a predetermined shape 
marker ? 

Claim Rejections - 35 USC § 102 



7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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8. Claims 1, 3, 5, 7. 18, 19 and 26-28 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Louis et al (US 6.088,023) hereinafter Louis. 

9. As to claims 1 and 5, Louis discloses an information processing system, 
comprising: 

an operation screen unit (a touchpad 16, Fig. 1B); 

a first control circuit (a controller of the touchpad 16); 

an operation mode-selecting unit (a mode select switch 18, Fig. 1A); 

wherein a first mode [a touchpad mode 32] is settable to provide a first function 
corresponding to the touch operation including a touch position without displaying a 
predetermined shape marker indicative of a detection of a touch in the touch position 
[without displaying cursor with cursor position, step 38] if the touch operation is detected 
on said operation screen unit, and 

a second mode [a graphics tablet mode 60] is settable to provide a second 
function of displaying the predetermined shape marker indicate of the detection of the 
touch in the touch position [with displaying cursor with cursor position, step 66] if the 
touch operation is detected on said operation screen unit, without executing the first 
function corresponding to touch operation including the touch position [see Fig. 2, col. 4, 
line 50-col. 5-6, line 60 for further details of the operation]. 

10. As to claims 3 and 7, Louis discloses a first control unit executes the control so 
that the information is exclusively displayed on any one of the display device and the 
operation screen unit [see fig. 1B, col. 5, line 66--col. 6, line 9]. 
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1 1 . Claims 18 and 19 share similar limitations to those included in claims 1 and 5 
and therefore the rationale of rejection will be the same. Claims 18 and 19 have the 
added limitation "a storage medium readable by a machine/a computer, tangible 
embodying a program of instructions executable by the machine/the computer to 
perform processing in response to user instruction using an operation screen unit [see 
col. 5, lines 25-46 for details of the operation]. 

12. As to claim 26, Louis discloses an information processing system, comprising: 
an operation screen unit [16] displaying information and detecting a touch 

operation by a user on a surface thereof; 

a display control unit [a CPU within a laptop] controlling display of the information 
on the operation screen unit [16]; 

where a first mode [a touchpad mode 32] is settable to display a predetermined 
shape marker indicative of a touch corresponding to a touch position of the detected 
touch operation [with displaying window with cursor position, step 38, Fig. 2]; 

and a second mode [a graphics tablet mode 60] is settable to execute a 
command corresponding to the touch position without displaying the marker indicative 
of the detection of the touch [without displaying window with cursor position, step 66, 
see Fig. 2, col. 4, line 50»col. 5-6, line 60 for further details of the operation]. 

13. As to claim 27, Louis discloses a display method of an information processing 
system [see figure 2], comprising: 

switchably processing information of a touch operation having a touch position 
[selecting mode whether a touchpad mode 32 or a graphics tablet mode 60, see Fig. 2], 
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where a first mode [the touchpad mode 32] executes a function in relation to the touch 
operation without displaying a predetermined shape marker indicative [without 
displaying cursor with cursor position, step 38] of a detection if the touch position of the 
touch operation when the touch operation is detected, and a second mode [a graphics 
tablet mode 60] displaying the predetermined shape marker indicative [with displaying 
cursor with cursor position, step 66] of the detection of the touch position of the touch 
operation without executing the function of the touch operation [see Fig. 2, col. 4, line 
50--col. 5-6, line 60 for further details of the operation]. 

14. As to claim 28, Louis discloses a display method of an information processing 
system, comprising: 

executing a first mode [a touchpad mode 32] having a function upon detection of 
a touch operation in an operation window displaying a first content [a window 28 is 
displayed a letter "S" with a cursor 26, see Fig. 1C]; 

executing a second mode [a graphics tablet mode 60] displaying a marker 
indicating [a cursor 26] a location of the touch position including coordinates [the cursor 
26 moves with a vector which depends on Cartesian coordinates] thereof in the 
operation window upon the detection of the touch operation to enable a second content 
to be displayed in the operation window [see Figs. 1 and 2, col. 4, line 50--col. 5-6, line 
60 for further details of the operation]. 
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15. Claims 16, 20 and 22-24 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Piatt (US 6,380,929). 

16. As to claim 16, Piatt discloses a method of controlling an information processing 
system connected with a display device [20] that has an operation screen unit 
displaying information [24] and detecting a touch operation on a surface thereof [14], 
and said method executing operations when no information is displayed on said 
operation screen unit, the operations comprising: 

detecting the touch operation on the surface of said operation screen unit [14]; 

displaying a predetermined shape marker [22] in a coordinate position on said 
display device [20] that corresponds to a position of the detected touch on said surface 
of operation screen unit [14]; 

detecting the position of a mode selection switch [switching mode either a 
drawing mode or a mouse mode, see col. 2, lines 37-41]; 

if the mode selection switch is in a first mode, executing a function indicated by 
the marker on said display device without displaying the predetermined shape marker [a 
drawing mode is selected without manipulating a display cursor 22], and if the mode 
selections switch is in a second position continuing to display the predetermined shape 
marker in the coordinate position on said display device from a predetermined time 
without executing the function indicated by the marker on said display [a mouse mode is 
selected with manipulating a display cursor 22 after a selected time period occurs with 
no written strokes, see Fig. 2, coL 2, lines 47-63, col. 5, lines 21-col. 6, lines 43, and 
col. 8, lines 43-61 for further details of the operation]. 
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17. Claim 20 share similar limitations to those included in claim 16 and therefore the 
rationale of rejection will be the same. Claim 20 has the added limitation "a storage 
medium readable by a machine, tangible embodying a program of instructions 
executable by the machine to perform processing in response to user instruction using 
an operation screen unit [see col. 4, line 34 — col. 5, line 19 for further details of the 
operation]. 

18. As to claim 22, Piatt discloses wherein said display control unit erases the 
marker [step 54, emptying stroke] after the marker has been displayed for a 
predetermined time [see Fig. 2 col. 5, lines 21 -col. 6, lines 43 for further details of the 
operation]. 

19. As to claim 23, Piatt further discloses wherein said display control unit, if an 
elapse time till a posterior coordinate indication since an anterior coordinate indication is 
longer than the predetermined time [step 82], erases the marker displayed by the 
anterior coordinate indication and displays the marker at the coordinates indicated 
posteriorly [step 86, see Fig. 3, col. 6, line 49— col. 7, line 39 for further details of the 
operation]. 

20. As to claim 24, Piatt discloses a coordinate detection means 14 being a pointing 
device, in a well-known manner [see fig. 1]. 
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Claim Rejections - 35 USC § 103 



21 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

22. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Piatt in 
view of Matsui. 

Piatt discloses all of the claimed limitation of claim 20, except for other display 
device. 

However, Matsui discloses other display device is a projector connecting through 
a monitor output terminal 20 [see fig. 5, col. 16, lines 3-9], 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the computer of Piatt to implement the projector as 
disclosed by Matsui in order to achieve the benefit of improving a high quality of a 
pointer marker being displayed, while fabricating the information processing system at 
low cost [see Matsui, col. 3, lines 1-5]. 

23. Claims 2. 4. 6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Louis in view of Matsui. 

24. As to claims 2 and 6, Louis discloses all of the claimed limitation of claims 1 and 
5, except for other display device. 
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However, Matsui discloses other display device is a projector connecting through 
a monitor output terminal 20 [see fig. 5, col. 16, lines 3-9]. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the computer of Louis to implement the projector as 
disclosed by Matsui in order to achieve the benefit of improving a high quality of a 
pointer marker being displayed, while fabricating the information processing system at 
low cost [see Matsui, col. 3, lines 1-5]. 

25. Claims 4 and 8 share similar limitations to those included in claims 2 and 6 and 
therefore the rationale of rejection will be the same. Claims 4 and 8 have the added 
limitation "a second display control unit." Matsui further discloses a video processing 
circuit 25 corresponding to a second control unit as claimed [see fig. 5, col. 16, lines 4-9 
for details of the operation]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEVIN M. NGUYEN whose telephone number is 571- 
272-7697. The examiner can normally be reached on MON-THU from 8:00-6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, a supervisor 
RICHARD A. HJERPE can be reached on 571-272-7691. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8000. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the Patent Application Information Retrieval system, see 
http://portal.uspto.gov/external/portal/pair. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 
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